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Art Unit: 2113 

Non-Final Office Action 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5, 8, 10-20, and 23-27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Smith, Jr., U.S. Patent 5,754,755. 

Referring to claims 1 and 10: 

a. In column 2, lines 28-30, Smith, Jr. discloses that an output file generator 
receives an indication of a test template file that has test instructions that contain 
placeholders (providing a predefined template). 

b. In column 2, lines 32-34, Smith, Jr. discloses that the output file generator 
receives an ordered list of customizing files that have application-specific 
placeholder values (providing a table having test data for the software product). 

c. In column 2, lines 34-42, Smith, Jr. discloses that if a test instruction 
contains a placeholder, then the output file generator searches the customizing 
files according to the ordered list for a first placeholder value for the placeholder 
of the test instruction. When such a placeholder value is found, the output file 
generator inserts the placeholder value into the test instruction. The output file 
generator then stores the test instruction into the application-specific test script 
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(running a test generation system with the template to process the test data and 
to automatically generate a test script file). 

d. In column 2, lines 42-44, Smith, Jr. discloses that after the generating is 
complete, this application-specific test script can then be used to test the 
application (running the software product while using the generated test script file 
to test the software product). 

Referring to claim 2, in column 2, lines 34-42, Smith, Jr. discloses that if a test 
instruction contains a placeholder, then the output file generator searches the 
customizing files according to the ordered list for a first placeholder value for the 
placeholder of the test instruction. When such a placeholder value is found, the output 
file generator inserts the placeholder value into the test instruction. The output file 
generator then stores the test instruction into the application-specific test script (the test 
script file contains at least one test case generated based upon the test data and the 
template). 

Referring to claim 3, in column 4, lines 43-45, Smith, Jr. discloses that the test 
template file contains a file type indicator, common macro instructions (a type template 
having at least one macro), control commands, and placeholders (wherein the type 
template provides a key for the test generation system to generate the at least one test 
case based upon the test data). 

Referring to claims 4, 13, 20, and 27, in column 4, lines 43-45, Smith, Jr. 
discloses that the test template file contains a file type indicator, common macro, control 
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commands, and placeholders (an output template, wherein the output template has at 
least one macro and dictates a format of the generated test script file). 

Referring to claims 5, 14, 18, and 25, in column 3, lines 5-28, Smith, Jr. discloses 
a control command and instruction (an actor and a test step) and Smith, Jr. discloses a 
placeholder (a starting point). 

Referring to claim 8, in Figure 1 , Smith, Jr. discloses that the test generation 
system and the software product reside on different systems. 

Referring to claims 1 1 and 26, in column 4, lines 43-45, Smith, Jr. discloses that 
the test template file contains a file type indicator, common macro instructions, control 
commands, and placeholders (a type template that provides a key for the test 
generation system to generate the at least one test case based upon the test data). 

Referring to claim 12, in column 4, lines 43-45, Smith, Jr. discloses that the test 
template file contains a file type indicator, common macro instructions (the type 
template includes at least one macro), control commands, and placeholders. 

Referring to claim 15, in column 2, lines 34-42, Smith, Jr. discloses that if a test 
instruction contains a placeholder, then the output file generator searches the 
customizing files according to the ordered list for a first placeholder value for the 
placeholder of the test instruction. When such a placeholder value is found, the output 
file generator inserts the placeholder value into the test instruction. The output file 
generator then stores the test instruction into the application-specific test script (the test 
script file includes at least one test case automatically generated by the test generation 
system based upon the test data). 



Application/Control Number: 09/973,748 Page 5 

Art Unit: 2113 

Referring to claim 16: 

a. In column 2, lines 28-30, Smith, Jr. discloses that an output file generator 
receives an indication of a test template file that has test instructions that contain 
placeholders (entering a predefined type template into a test generation system). 

b. In column 4, lines 56-65, Smith, Jr. discloses a template with control 
commands (entering a predefined output template into the test generation 
system). 

c. In column 2, lines 32-34, Smith, Jr. discloses that the output file generator 
receives an ordered list of customizing files that have application-specific 
placeholder values (entering a table having test data for the software product into 
the test generation system). 

d. In column 2, lines 34-42, Smith, Jr. discloses that if a test instruction 
contains a placeholder, then the output file generator searches the customizing 
files according to the ordered list for a first placeholder value for the placeholder 
of the test instruction. When such a placeholder value is found, the output file 
generator inserts the placeholder value into the test instruction. The output file 
generator then stores the test instruction into the application-specific test script 
(running the test generation system with the type template and the output 
template on a first computer system to process the test data to automatically 
generate an executable test script file). 

e. In column 2, lines 42-44 and in Figure 1 , Smith, Jr. discloses that after the 
generating is complete, this application-specific test script can then be used to 
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test the application (running the software product on a second computer while 
using an automation tool to run the executable test script file to test the software 
product). 

Referring to claim 17: 

a. In column 2, lines 28-30, Smith, Jr. discloses that an output file generator 
receives an indication of a test template file that has test instructions that contain 
placeholders. In column 4, lines 56-65, Smith, Jr. discloses a template with 
control commands. In column 2, lines 32-34, Smith, Jr. discloses that the output 
file generator receives an ordered list of customizing files that have application- 
specific placeholder values (an input system for receiving a type template, an 
output template, and a table having test data for the software product). 

b. In column 2, lines 34-42, Smith, Jr. discloses that if a test instruction 
contains a placeholder, then the output file generator searches the customizing 
files according to the ordered list for a first placeholder value for the placeholder 
of the test instruction. When such a placeholder value is found, the output file 
generator inserts the placeholder value into the test instruction. The output file 
generator then stores the test instruction into the application-specific test script. 
In column 2, lines 42-44 and in Figure 1, Smith, Jr. discloses that after the 
generating is complete, this application-specific test script can then be used to 
test the application (a process system for processing the test data to 
automatically generate a test script file based upon the type template and the 
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output template, wherein the generated test script file is used to test the software 
product). 

Referring to claim 19, in column 4, lines 43-45, Smith, Jr. discloses that the test 
template file contains a file type indicator, common macro instructions, control 
commands, and placeholders (the type template provides a key for generating the test 
script file based upon the test data). Further, in column 3, lines 5-28, Smith, Jr. teaches 
that the tests script file includes at least one test case. 

Referring to claim 23: 

a. In Figure 1, Smith, Jr. discloses a test generation system stored on a first 
computer system. 

b. In column 2, lines 28-30, Smith, Jr. discloses that an output file generator 
receives an indication of a test template file that has test instructions that contain 
placeholders. In column 4, lines 56-65, Smith, Jr. discloses a template with 
control commands. In column 2, lines 32-34, Smith, Jr. discloses that the output 
file generator receives an ordered list of customizing files that have application- 
specific placeholder values (means for receiving a type template, an output 
template, and a table having test data for the software product). 

c. In column 2, lines 34-42, Smith, Jr. discloses that if a test instruction 
contains a placeholder, then the output file generator searches the customizing 
files according to the ordered list for a first placeholder value for the placeholder 
of the test instruction. When such a placeholder value is found, the output file 
generator inserts the placeholder value into the test instruction. The output file 
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generator then stores the test instruction into the application-specific test script. 
In column 2, lines 42-44 and in Figure 1, Smith, Jr. discloses that after the 
generating is complete, this application-specific test script can then be used to 
test the application (means for processing the test data, based upon the type 
template and the output template, to automatically generate an executable test 
script file having at least one test case). 

f. In Figure 1 , Smith, Jr. discloses a means for outputting the executable test 
script file. 

g. In column 2, lines 42-44 and in Figure 1, Smith, Jr. discloses that after the 
generating is complete, this application-specific test script can then be used to 
test the application (an automation toll for running the executable test script file to 
test the software product, wherein the software product is stored on a second 
computer system). 

Referring to claim 24: 

a. In column 4, lines 40-41 , Smith, Jr. discloses that the output file generator 
may be stored as instructions on a computer-readable medium such as a disk (a 
program product, stored on a recordable medium, for testing a software product). 

b. In column 2, lines 28-30, Smith, Jr. discloses that an output file generator 
receives an indication of a test template file that has test instructions that contain 
placeholders. In column 4, lines 56-65, Smith, Jr. discloses a template with 
control commands. In column 2, lines 32-34, Smith, Jr. discloses that the output 
file generator receives an ordered list of customizing files that have application- 
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specific placeholder values (an input system for receiving a type template, an 
output template, and a table having test data for the software product), 
c. In column 2, lines 34-42, Smith, Jr. discloses that if a test instruction 
contains a placeholder, then the output file generator searches the customizing 
files according to the ordered list for a first placeholder value for the placeholder 
of the test instruction. When such a placeholder value is found, the output file 
generator inserts the placeholder value into the test instruction. The output file 
generator then stores the test instruction into the application-specific test script. 
In column 2, lines 42-44 and in Figure 1 , Smith, Jr. discloses that after the 
generating is complete, this application-specific test script can then be used to 
test the application (a process system for processing the test data to 
automatically generate a test script file based upon the type template and the 
output template, wherein the generated test script file is used to test the software 
product). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6, 7, 9, 21 , 22, 28, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Smith, Jr., U.S. Patent 5,754,755. 
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Referring to claims 6, 21, and 28, in column 2, lines 42-44, Smith, Jr. discloses 
that the application-specific test script can be used to test the application. However, 
Smith, Jr. doesn't explicitly disclose automatically running the test script with an 
automation tool. In column 1 , lines 23-25, Smith, Jr. discloses in the Background of the 
Invention that some conventional testing procedures involve first manually writing a test 
script and then using that test script to automatically test the application program. It 
would have been obvious to one of ordinary skill at the time of the invention to include 
the automatic testing of the application program into the system of Smith, Jr. A person 
of ordinary skill in the art would have been motivated to make the modification because 
of the importance of thorough testing and because such testing can be very time- 
consuming, the application developers have developed extensive automated testing 
procedures (see Smith, Jr.: column 1 , lines 17-21 ). 

Referring to claims 7, 22, and 29, in column 2, lines 42-44, Smith, Jr. discloses 
that the application-specific test script can be used to test the application. However, 
Smith, Jr. doesn't explicitly disclose automatically running the test script manually by a 
user. The Examiner takes Official Notice that in the art of software testing it is well 
known to use a stepping procedure to step through a program in order to debug a 
program. This is done manually by a user. It would have been obvious to one of 
ordinary skill at the time of the invention to include the manual testing of the application 
program into the system of Smith, Jr. A person of ordinary skill in the art would have 
been motivated to make the modification because manually stepping through a 
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program's instructions allows a user to find specific lines of code that caused the 
problem. 

Referring to claim 9, in column 4, lines 40-41, Smith, Jr. discloses that the output 
file generator may be stored as instructions on a computer-readable medium such as a 
disk. However, Smith, Jr. discloses that the test generation system and the software 
product reside on the same computer system. It would have been obvious to one of 
ordinary skill at the time of the invention to use the disk to install the output file 
generator instructions onto the same computer system that the software product resides 
on. A person of ordinary skill in the art would have been motivated to make the 
modification because the whole point of storing instructions on a disk is so that it can be 
run and stored anywhere. 

Conclusion 



5. The prior art made of record and not relied upon is considered pertinent to 



applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C Maskulinski whose telephone number is (703) 
308-6674. After October 15, 2004, the examiner can be reached at telephone number: 
(571 ) 272-3649. The examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert W Beausoliel can be reached on (703) 305-9713. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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